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UNITED STATES CIRCUIT COURT OF APPEALS 


RUSHMORE v. BADGER Brass Mec. Co. 


= — 
(198 Fed. Rep., 379.) 
Second Circuit, May 31, 1912. 
1. UNFAIR COMPETITION—IMITATING APPEARANCE OF Goons. 

When it appears that a competitor has unnecessarily and knowingly 
imitated his rival’s goods in non-functional features, a court of equity 
is justified in interfering. 

2. Unrarr CoMPETITION—ACCOUNTING. 

\ccounting under a decree for unfair competition in imitating the 
appearance of complainant’s lamps, held to be properly limited to 
sales where it could be shown, directly or presumptively, that the com- 
plainant would have sold the lamps but for the sales by defendant. 

Appeal from a decree of the United States circuit court 
for the southern district of New York in favor of complainant 
‘ 


and directing an injunction and an accounting. 


Offield, Towle, Graves & Offield and Philip B. Adams 
(Charles K. Offield and Albert H. Graves, of counsel), for appel- 


Alfred Wilkinson, for appellee. 





Before Coxr, Warp, and Noyes, Circuit Judges. 
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Per CurtAmM.—We have examined the record with care to 
ascertain if there is any testimony which distinguishes this case 
from Rushmore v. Manhattan Screw & Stamping Works, 163 
Fed., 939, 90 C. C. A., 299, 19 L. R. A. (N. S.), 269, and Rush- 
more v. Saxon, 170 Fed., 1021, 95 C. C. A., 671. 

In the Manhattan case the circuit court found: 


“That the shape, appearance, external attachments, and general dress 
of the Rushmore lamp are not functional and are not elements of 
mechanical construction essential to the successful practical operation of 
the lamp as a lamp.” 


We agreed with this finding, and because of it affirmed the 
order, stating, however, that the conclusion carried the doctrine 
of unfair competition to its utmost limit. We think the doctrine 
should not be further extended, but there is no occasion for ex- 
tending it so far as the case at bar is concerned. In all essential 
particulars, the facts are the same. 

Slight differences exist between the defendant's lamps and 
those of the complainant, but these differences are unimportant 
and are no more pronounced than in the cases above referred to. 
The ordinary purchaser of an automobile is often ignorant of the 
actual merits and value of the articles he purchases and is in- 
fluenced largely by general appearance rather than details of con- 
struction. He sees a speedometer, a lamp, a clock, or some other 
of the numerous motor car attachments, which is pleasing to the 
eye, and, having ascertained the name of its maker, resolves to 
have it on his car. If the general appearance be the same, he 
does not examine further, and is entirely satisfied that the device 
he buys is what he intended to buy. This is true of the careless, 
credulous, and ignorant purchasers, who are certainly as numer- 
ous in this as in any other field of business, and deperid largely 
upon the statements of local dealers and the chauffeurs who drive 

their cars. 

An expert and probably a great majority of automobile pur- 
chasers could not be deceived into taking the defendant’s lamp, in 
evidence, for the Rushmore lamp, but the ignorant or careless 
purchaser looking to general effect, and not to what seems to him 
to be inconsequential details, would, very likely, be misled. Such 
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simulations place in the hands of dishonest dealers and agents the 
materials for misleading and cheating the public. It is unneces- 
sary to dwell on these considerations as they have been stated 
many times by this court and need not be repeated. When it 
appears that a competitor has unnecessarily and knowingly imi- 
tated his rival's goods in non-functional features, a court of equity 
is justified in interfering. Further than this we do not intend to 
extend the doctrine. 

The defendant asks that it be relieved from an accounting, 
or, at least, that the accounting be limited to the damages actually 
sustained and proved by the complainant. We are inclined to 
granted. 


> 


think that the latter request is reasonable and should be 

The defendant’s brief states that it appeared at the hearing 
in the circuit court that the defendant “had long ceased making 
or selling any of the type of lamps in issue.” The testimony that 
the defendant, or its agents, attempted to palm off its lamps as 
Rushmore lamps, is unsatisfactory and unconvincing. 

We are also convinced that the great majority of the defend- 
ant’s lamps were sold on their merits and on the established repu- 
tation of the defendants, without any reference to the complain- 
ant’s lamps. To award the entire profits made on the sales of 
defendant’s lamps without proof of actual fraud on its part 
would be inequitable. An accounting covering the entire field 
of the defendant’s sales would involve both parties in a long and 
expensive examination unwarranted by the probable results. It 
seems to us unfair that the complainant should recover profits 
on the sale of lamps by the defendant to persons who never heard 
of Rushmore, and were well aware that the lamps they bought 
were made by the defendant, and who bought them because they 
were so made. A decree for profits and damages does not neces- 
sarily follow a decree for an injunction. 

In Ludington Novelty Co. v. Leonard, 127 Fed., 155, 62 
C. C. A., 269, this court said: 


“We see no reason to differ with the circuit court in its refusal to 
order an accounting. If we could discover any theory upon which a sub 
stantial recovery might be had, we would not hestitate to direct a refer- 
ence, but it is plain that such a proceeding will prove abortive after sub- 
jecting both parties to large additional expense and the defendants to 
unnecessary annoyances. The master would be involved in an inextricable 
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tangle from which it will be impossible to emerge with a substantial re- 
covery based upon a rational rule of damages. The boards sold by the 
defendants and which they had a right to sell were intended to be used 
in connection with a large number of games in the description of some 
of which the word ‘Carrom’ might, in certain aspects, be used innocently. 
An attempt to segregate the profits, if any, resulting from the illegitimate 
use of the word would require an excursion into the realms of conjecture 
and speculation without hope of any tangible result.” 


See also, Fairbank Co. v. Windsor, 124 Fed., 200, 61 C. C. 
Pes, 354 

We think the accounting should be limited to sales where it 
is shown by direct or presumptive evidence that the complainant 
would have sold the lamps but for the sale by the defendant. 


As so modified, the decree should be affirmed, with costs. 


[The circuit court of appeals for the third circuit has lately declared 
the rule to be that an accounting in suits for unfair competition should 
extend to all sales made under the conditions of unfair competition as 
established by the decree (J. F. Rowley Co. v. Rowley, Reporter, Vol. 2, 
p. 261; 193 Fed Rep., 390). This is in accord with the decision in the 
sixth circuit (G. & C. Merriam Co. v. Saalfield, 198 Fed. Rep., 360; Re 
porter, Vol 2, p. 443). The qualifications upon this rule are by no means 
clear. The courts appear to be largely influenced by the substantial 
equities of the particular case (Rowley v. Rowley, supra; Wolf Bros. Co. 
v. Hamilton-Brown Shoe Co., Reporter, Vol. 2, p. 62).] 





UNITED STATES CIRCUIT COURT 
CHICKERING & Sons v. CHICKERING, et al. 


(198 Fed. Rep., 958.) 


Northern District of Illinois, Dec. 28, 1911. 


UNFAItk COMPETITION—INJUNCTION, 
Construction of an order enjoining unfair competition in the use 
of the name “Chickering” for pianos. 


In Equity. On motion to define and enlarge injunction 
order. 


Hlolt, Wheeler & Sidley, for complainants. 
Rector, Hibben, Davis & Macauley (Edward Rector, of 
counsel), for defendants. 


KoHLSAAT, Circuit Judge-—Complainants move the court to 
decree that the injunctional order of the court, heretofore en- 
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tered, be extended to and made binding upon the defendant to 
the supplemental bill herein. This relief is proper, and it will 
be so ordered. 

Complainants further move the court to define and, if nec- 
essary, enlarge the injunction, so as to give complainants the 
effective protection which they claim the order was intended to 
afford. Defendants oppose this latter motion upon the grounds: 
(1) Because complainants come into court with unclean hands, 
in that they have made and are making false representations, to 
the effect that their piano is still being made by Chickering & 
Sons and Messrs. Chickering & Sons; (2) because the motion 
amounts to an attempt to retry the application for the original 
injunction and broaden same; (3) in the face of the intimation 
of the court of appeals that the order was too broad; and (4) 
the further fact that the cause is practically ready for final hear- 
ing; (5) and the holding of certain supreme court decisions ren- 
dered since the entry of the injunctional order; (6) and because 
the construction asked is inconsistent with the terms of the in- 
junctional order; and (7) because defendants have been pur- 
suing their present course unmolested for more than nine years; 
and (8) because this is attempted with a view to injure defend- 
ant in advance of a final decree. 

The court finds that the point first named is, under the 
facts of this case, not well taken, and constitutes no bar to 
this application. The court further finds that, so far as the mo- 
tion involves injunctional relief not granted in the original order, 
it should and will not be now entertained, in view of the time 
which has elapsed since the injunctional order was entered and 
the condition of the record with reference to final hearing; that, 
as to the complainants’ contention that whatever appears on the 
fall-board of defendants’ piano constitutes the name of the piano, 
the court is not prepared at the present time to go to that extent; 
that the use of the words, “Chickering Bros., Chicago,” upon 
the fall-board of defendants’ piano, without other means of 
advising a purchaser that the piano was and is not the piano 
of the original Chickering & Sons, exhibited adjacent thereto 
and as prominently as the name “Chickering Bros., Chicago,” 
is exhibited, was and is not a compliance with clause 2 of said 
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original injunctional order, and constitutes a violation thereof ; 
that it is the meaning and intent of said clause 2 that every 
use of said name of “Chickering,” or “Chickering Bros.,” on 
the fall-board or elsewhere on their piano, or in advertising, 
should and shall, in close proximity thereto, be accompanied by 
equally prominent words, or other means, which shall be suff- 
cient to advise any intelligent person dealing with defendants 
that the piano is not that of complainants; that the use of the 
term, “the only Chickering making pianos,” is an evasion and 
a violation of clause 5 of the order enjoining defendants “from 
making use of, on or in connection with the manufacture or 
sale of pianos, the statement, ‘The only piano made by a Chick- 
ering, or any statement similar thereto, or from stamping, sten- 
ciling, or impressing upon their said pianos said statement, or 
any statement similar thereto.” 

Complainant may prepare a supplemental decree in accord- 
ance herewith. 





UNITED STATES DISTRICT COURT 
A. Stern & Co. v. Linerty Garter Mec. Co., et al. 


(198 Fed. Rep., 959.) 
1. Conriictinc TrapE-MarkKs—“Paris” AND “FRENCH.” 

Evidence showing actual confusion of defendant’s “French” gar- 
ters with complainant’s “Paris” garters is sufficient to justify a pre- 
liminary injunction, 

2. PRELIMINARY INJUNCTION—PRIOoR LITIGATION. 

Where it appears that the defendant is so related to the defendant 
in a prior suit, in which judgment was rendered for the complainant 
by defauit, that all questions of confusion between the goods of the 
parties might have been settled therein, had this defendant so desired, 
a preliminary injunction will be granted. 


In Equity. On motion for preliminary injunction. 


Philipp, Sawyer, Rice & Kennedy, for complainant. 
Abr. A. Silverberg, for defendants. 


LAcoMBE, Circuit Judge—The facts upon which complain- 
ant charges infringement of its trade-mark and unfair compe- 
tition are substantially the same as those shown in the former 


suit of the same complainant against Louis Grosner. When ap- 
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plication was made in that suit for a preliminary injunction, 
the court was inclined to the opinion that, although the word 
“French” looked very much unlike the word “Paris,” the use 
of the former as a brand for garters might very easily result in 
confusing the goods sold under that brand with those manu- 
factured by complainant and sold to purchasing users as “Paris” 
garters. This impression was strengthened by the many simi- 
larities in the dress of the goods of both parties as packed for 
sale. Some of these similarities were no doubt the natural result 
of packing such goods conveniently for market, but there were 
(and are) others which apparently have been adopted, not from 
any necessity or mere convenience, but solely to imitate pecu- 
liarities of complainant's packing. Nevertheless, it seemed wiser 
to postpone decision of the question till final hearing in order 
that such testimony as complainant offered touching such confu- 
sion might be submitted to the test of cross-examination. 


After the complainant’s record in that case was complete, 
defendant Grosner offered no testimony, and judgment against 
him was entered by default. The record now submitted seems 
quite clearly to indicate that the relations between the defendant 
in the former suit (Grosner) and defendants here, who since 
1909 have (individually or through corporations which they 
control) been making and selling these “French” garters, were 
such that the latter could, if they so wished, have had all ques- 
tion as to confusion of goods through similarity of names settled 
in the former suit. There is no reason, therefore, for again 
postponing the decision of the question till final hearing. Com- 
plainant has shown its ownership of a valid trade-mark in the 
word “Paris” as applied to garters, and there is evidence show- 
ing that the use of the word “French” in the same connection 
does produce confusion among retail purchasers. Especially 
persuasive is the affidavit of Frank in rebuttal, showing instances 
where defective “French” garters have been returned by re- 
tailers to the manufacturer of “Paris” garters, presumably under 
the impression that the two names referred to the same goods. 
Complainant may therefore take an order for preliminary in- 
junction against the word “French” as a brand for garters. The 
operation of the injunction will be suspended for 30 days in 
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order to give opportunity to make the necessary changes in labels 
and advertisements. 





VASSAR COLLEGE v. LoosE-WiLEs Biscuir Co., et al. 
(197 Fed. Rep., 982.) 
‘estern District of Missouri, July 8, ror2. 


Parties DEFENDANT—OPFFICERS OF CORPORATION. 

In an action to enjoin the use of a corporate name and seal in the 
sale of merchandise, the cfhcers of a corporation defendant are im 
properly joined, where no acts are charged against them except such 
as were done in their official capacities as corporate officers. 

2. TrapE-NAME—UsE or CorroraTteE NAME AND SEAL. 

Vassar College, an incorporated educational institution, can not 
enjoin the use of its name and a simulation of its corporate seal in the 
advertising and sale of merchandise 


In Equity. On final hearing. 


E. F. Ware, Ralph Nelson, and E. H. \Ware, for complainant. 
Frank Hagerman and Kimbrough Stone, for defendants. 


VAN VALKENBURGH, District Judge——The complainant Vas- 
sar College, is a corporation created and existing under and by 
virtue of the laws of the state of New York, with its principal 
place of business at the city of Poughkeepsie, in that state. It js 
a well-known institution of learning for the education in the arts 
and sciences of such women as may pass examination for ad- 
mittance thereto. It takes its name from its founder, Matthew 
Vassar, by whom it was liberally endowed. The defendant, 
Loose-Wiles Biscuit Company, is a corporation organized and 
existing under the laws of the state of Missouri with its principal 
place of business at Kansas City, in said state. The defendant 
J. S. Loose is its president, the defendant |]. H. Wiles its vice- 


president, and the defendant F. B. Houston its manager. The 


defendant corporation is engaged in the manufacture and sale of 
biscuit and kindred products on an extensive scale, and among 
other such products, of candy, one variety of which is called 
“Vassar Chocolates,” which has been widely advertised. It is 
sthstantially charged in the bill that the packages containing that 
canly and the advertisements thereof employ the name of Vassar, 
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a likeness of a young lady in scholastic garb and wearing a mor- 
tarboard hat, an imitation of the college pennant, a college yell, 
and an imitation of the college seal, with the words “Vassar 
Chocolates” and “Always fresh’”’ substituted for the words “Vas- 
sar College” and “Purity and Wisdom,” respectively. Complain- 
ant charges that it is thereby brought into public contempt and 
ridicule, and that, because thereof, its business is injured, and its 
graduates and students humiliated. 


For its relief complainant prays: 


“A writ of injunction to be directed to the defendants, and each of 
them, touching the matter in question, and restraining them all and 
singly, their agents, attorneys, and employees, and particularly enjoining 
the said individual defendants, as officers and directors of said defendant 
corporation, from using the word ‘Vassar’ in their business, and from 
using any word, sign, symbol, emblem, or device relating in any manner 
to the complainant; or in using, advertising, or publishing anything sug- 
gestive thereof or connected therewith, or in printing any card, label, 
device, words, or symbols of such import, as is herein set forth, or in 
imitating or simulating its seal, colors, or emblems. And that the said 
individval defendants be particularly enjoined from taking any official or 
personal action that would tend to violate the rights of the complainant, 
regarding the matter herein complained of.” 


To this bill the defendants have demurred, stating the fol- 
lowing grounds: 

“(1) The complainant has not in and by said bill made or stated any 
such cause as does or ought to entitle it to any such relief as it thereby 
sought and prayed for against these defendants. 

“(2) The complainant has in and by said bill improperly joined the 
Loose-Wiles Biscuit Company, a corporation, with these defendants, 
whereas there is no joint cause of action averred.” 

In the bill the cause of action, if any, against the individual 
defendants, springs solely from their official relation to the cor- 
poration. No separate individual acts are charged against them. 

As will be gathered from what has been stated, as well as 
from an inspection of the bill in its entirety, the complaint entered 
partakes largely of the nature of libel, and also suggests an in- 
vasion of the “right of privacy,” but complainant in its argument 
and brief expressly denies that either the one or the other lies 
at the foundation of its suit. In their brief, counsel for complain- 
ant say: 


“Vassar College does not base its claim on a right to privacy because 
it is a public institution, but it does base it upon a ‘right to be let alone 
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unless some public purpose is subserved. The college, its name, its seal, 
and its belongings are private property, and, if irreparable injury, incap- 
able of measurement, ensues from not being let alone, then, if no public 
right or interest is involved, the defendants should be enjoined.” 


Also: 


“It is a public institution, and it claims that the acts of the defend- 
ants damage the property and the use of the property of the complainant.” 


And again: , 


“We have not alleged a libel, and upon our allegation in the complaint 
we may not be entitled to an action at law; but a person may have no 
action at common law, and vet one in equity.” 

It is quite obvious that the complainant could not well invoke 
the right of privacy, whatever that right may be determined to be, 
from the irreconcilable conflict of opinions and views of courts 
of last resort in various jurisdictions, because, as is admitted, it 
is not only a corporation, but a public institution, depending upon 
and inviting wide-spread publicity for the fullest return from the 
exercise of its functions as an institution of learning. Where a 
person is a public character, the right of privacy disappears. 
Corliss v. E. W. Walker Co. (C. C.), 57 Fed., 434; s. c., 64 Fed., 
280, 31 L. R. A., 283. As said by counsel for defendants in their 
brief: 


“The plaintiff is a corporation, and therefore can have no ‘right of 
privacy’ in its name, as the entire basis of the right of privacy cases is 
an injury to the feelings or sensibilities of the party. A corporation can 
have no such ground for relief.” 


However, as complainant expressly disclaims reliance upon 
this right, the court is relieved from the necessity of attempting 
to bring harmony out of the conflict of decisions on this subject. 
It becomes necessary to determine, therefore, in what respect 
the rights of complainant, of which this court can take cognizance 
in this proceeding, have been invaded. The bill, among other 
things, contends that “anything that would affect the name of 
‘Vassar, or bring it into ridicule or derision, would be an injury 
which would be irreparable, and would affect the value of the 
plant and the value of its use.” It is asserted that the use of 
this name and certain pictures in connection with advertisements, 
amone other things, is calculated to create in the public mind the 
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impression that the chocolates sold by the defendants are a par- 
ticular favorite at Vassar College and with the students and 
alumnae thereof; that mortarboard hats, a distinctive scholastic 
garb, are peculiar to Vassar students; that the portrayal of a 
building in the form of a Greek temple, certain college colors, 
and a seal with certain inscriptions paraphrasing those upon the 
seal of the complainant corporation, tend to provoke discussion 
and reproach, to produce criticism and ridicule, and are matters 
of regret, pain, and annoyance to the students and to the graduates 
of the college, and tend to depreciate the college in the eyes of the 
public. As to the graduates and students, it may be said that they 
are not parties to this suit, and this character of injury to feelings 
is scarcely a matter of legal remedy. While these allegations 
involve the annoyance which springs from wounded sensibilities, 
and while the “right to be let alone” inheres in the right to privacy 
and would seem to involve an assertion of that right, nevertheless 
it is inferable from the bill that the real injury for which relief 
is prayed is sought to be founded upon the assumption that the 
college is thereby depreciated in the eyes of the public, and the 


complainant is caused to lose its standing and supremacy as an 


educational institution, and thus to suffer a loss which it can not 
estimate. 

This injury would seem to be either libel or in the nature of 
libel, but here we are met with two difficulties. The first is that 
in this country a court of equity is without jurisdiction to restrain 
the publication of libel. 

The second is that, as this is a corporation and as the publi- 
cation does not appear to be defamatory or libelous per se, its 
right to recover in such an action may well be doubted. It would 
seem to be necessary in order to support recovery that it should 
plead and prove special damages from the publication, and this, 
it expressly avers, it can not do. Viewing the bill as, in effect, 
having charged libel, would not the demurrer have to be sustained, 
first, because of want of jurisdiction of the subject-matter, and, 
second, because no cause of action has been stated, or according 
to the averments of the bill, can be stated? But counsel for 
complainant in their brief, as we have seen, expressly disclaim that 
they have charged a libel, but rather that the name, seal, and be- 








500 THE TRADE-MARK REPORTER 


longings of the college thus appropriated for advertising purposes 
are the private property of the complainant, and that if irreparable 
injury, incapable of measurement, ensues, then, if no public right 
or interest is involved, the defendant should be enjoined, and that 
this is true, even though complainant may have no action at com- 
mon law or by statute. It may be observed in passing that there 
is presented no controversy respecting a trade-mark, nor a trade- 
name, nor the use of such in unfair competition. The complain- 
ant is not engaged in the manufacture or sale of candy, nor is its 
business injuriously affected in such a sense. 

It becomes pertinent to inquire whether as a public corporate 
institution it has such a property right in the name “Vassar’’ and 
in the other insignia displayed by the defendants in their adver- 
tisements as would entitle it to restrain the use of such in any 
manner or form in connection with the advertisement and sale 
of merchandise, either with or without damage to itself, whether 
appreciable or otherwise. It would seem that upon this view, if 
at all, the right of complainant must be founded; also, it must 
be considered whether upon the face of the bill the court can say, 
as matter of law, whether or not injury could result from the 
acts complained of. As said by the supreme court, in re Sawyer, 
124 U. S., 200-210, 8 Sup. Ct., 482, 487 (31 L. Ed., 402). 


“The office and jurisdiction of a court of equity, unless enlarged by 
express statute, are limited to the protection of rights of property.” 

Because of the complex nature of complainant’s statement of 
the character of the injury complained of, whereby its differen- 
tiation from libel becomes a matter of difficulty, it is necessary, 
despite the disclaimer entered, to consider the attitude of courts 
of equity toward publications amounting to libel, or in the nature 
of libel. Some definitions of libel, which have met with frequent 
judicial approval, will disclose what close analogy, if not identity, 
it bears to the publications here complained of. “A libel is a mali- 
cious publication, expressed either in printing or writing, or by 
signs and pictures tending either to blacken the memory of one 
dead or the reputation of one who is alive, and expose him to 
public hatred, contempt, or ridicule.” 


25 Cyc., 243, and cases 
cited. Of course, the only malice essential is presumed from the 
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willful or intentional doing of the unlawful act. “A censorious 
or ridiculing writing, picture, or sign, made with a mischievous 
and malicious intent towards government, magistrates, or in- 
dividuals. Any writing, picture, or other sign tending, without 
lawful excuse, to injure the character of an individual, by subject- 
ing him to ridicule, contempt, or disgrace. A false and unprivi- 
leged publication which exposes any person to hatred, contempt, 
ridicule, or obloquy, or which causes him to be shunned or avoided, 
or which has the tendency to injure him in his business.” 25 Cyc., 
244, and cases cited. It is the general rule in the United States 
that a court of equity has no jurisdiction to enjoin the publication 
of a libel. “If a court of equity could interfere and use its 
remedy of injunction in such cases, it would draw to itself the 
greater part of the litigation properly belonging to courts of law.” 
Francis, ct al. v. Flinn, 118 U.S., 385, 6 Sup. Ct., 1148, 30 L. Ed., 
1605. “Charges of slander are peculiarly adapted to and require 
trial by jury; and exercising, as we do, authority under a system 
of government and law which by a fundamental article secures the 
right of trial by jury in all cases at common law, and which by 
express statute declares that suits in equity shall not be sustained 
in any case where a plain, adequate, and complete remedy may 
be had at law. as has always heretofore been considered the case 
in causes of libel and slander, we do not think that we would be 
justified in extending the remedy of injunction to such cases.” 
Bradley, Justice, in Kidd v. Horry, et al. (C. C.), 28 Fed.. 773; 
Fougeres v. Murbarger, et al. (C. C.), 44 Fed., 292. Of course, 
where the attempt to injure consists of acts or words which will 
operate to intimidate and prevent the customers of a party from 
dealing with, or laborers from working for him, an exception to 
the rule stated is presented, and the courts have with nearly equal 
unanimity interposed by injunction. Coeur D’Alene Consolidated 
& Mining Co. v. Miners’ Union (C. C.), 51 Fed., 260-265, 19 
L. R. A.,.382; Balliet v. Cassidy (C. C.), 104 Fed., 704. If, then, 
these publications do, in fact, amount to libel this court is clearly 
without jurisdiction. If they do not amount to libel, it is neces- 
sary to determine what personal or property right of complain- 
ant of which the law can take cognizance has been invaded. In 


Assurance Co. v. Knott. L. R.. 10 Ch., 142, Lord Carins held that 
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if the publications did not amount to libels, and were therefore 
innocuous and justifiable in the eye of the court of common law, 
he was at a loss to understand upon what principle the court of 
chancery could interfere; and if, on the other hand, the comments 
were libelous, it was clearly settled that the court of chancery 
had no jurisdiction to restrain their publication. Casey v. Cin- 
cinnati Typographical Union No. 3 (C. C.), 145 Fed., 142, 12 
L. R. A., 193. “A person can not be enjoined from doing any 
act unless it is fairly apparent the act is wrongful, or the person 
sought to be enjoined has no right to do that act. * * * It (a 
court of equity) can not try the question for itself, or determine 
the right in advance of the law court.” Citizen's Light, H. & P. 
Co. v. Montgomery Light & W. P. Co., (C. C.), 171 Fed. 553- 
556. It must be remembered that the complainant is a corpora- 
tion, and, as such, its rights are not as broad as those of an in- 
dividual in this respect. It may maintain an action for libel, but 
only upon averment and proof of special damages. This would 
c'early be true in respect of a slander of its goods and property. 
10 Cyc. par., 1336, and cases. In this case, the complainant, be- 
ing a corporation, has no reputation or character, as commonly 
understood, that can be assailed, but the injury, if any, must be 
directed to its business; and to maintain an action for libel it 
must aver and prove special damages. This, it confesses, it can 
not do. The publications made are are not actionable per se, 
and complainant could not recover, as for libel, if they were. It 
is evident, therefore, that recovery can not be predicated upon the 
theory of libel, whether from the standpoint of equity or of !aw. 

An appeal to the so-called “right of privacy” is also dis- 
claimed; but, nevertheless, complainant’s bill almost, if not 
entirely, invokes that right. The argument in Edison v. Poly- 
form Mfg. Co., 72 N. J. Eq., 136, 67 Atl., 392, proceeds along this 
line, and an analysis of that case will dispose of some of the 
important contentions here presented. It was there assumed that 
Mr. Edison’s name is his own property, and therefore it is asked 
why its pecuniary value, if it has one, does not belong to its 
owner, rather than to the person making an unauthorized use of 
it. Roberson v. Rochester Folding Box Co., 171 N. Y., 538, 64 
N. E., 442, 59 L. R. A., 478, 89 Am. St. Rep., 828, is disapproved 
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apparently upon the ground that it does not recognize the right of 
privacy, and the invasion of this alleged personal right, with its 
resulting humiliation and distress, as the foundation of recovery. 
Pavesich v. Insurance Co., 122 Ga., 190, 50 S. E.. 68, 69 L. R. A., 
101, 106 Am. St. Rep., 104, 2 Ann. Cas., 561, which is confessedly 
bottomed upon that assumed right, is strongly commended. 
Nevertheless, the court finds that injury to property in some form 
is an essential element to relief. However, the insignificance of 
the right from a pecuniary standpoint does not always bar relief, 
and in that view it concludes that Mr. Edison in that case is 
clearly entitled to an injunction. The cases relied upon are 
Vanderbilt v. Mitchell, 72 N. J. Eq., 910, 67 Atl. 97, 14 L. R. A. 
(N.5.), 304; Routh v. Webster, 10 Beav., 561; Walter v. Ashton, 
2 Ch., 282. All these cases present a direct possible injury to 
property. The first involved a risk of pecuniary liability, so the 
second, and so the third, all because the complainant was held 
out as a responsible party in the several civil enterprises con- 
sidered. Apparently upon this ground the defendant company 

= was restrained from holding out that Mr. Edison had any connec- 
tion with or part in the business. ‘The abstract question whether 
a company can innocently use, as a part of its title, the name of 
a distinguished living character, is not before me for decision, and 
no opinion is expressed about it.” So that the relief granted was 
based upon the apprehension of direct financial injury—that is, 
a right of property. The jurisdiction of a court of equity was 
justified by a quotation from the opinion in l’anderbilt v. Mit- 
chell, supra, to wit: 


“From time immemorial it has been the rule not to grant equitable 
relief where a party praying for it had an adequate remedy at law. But 
modern ideas of what are adequate remedies are changing and expanding, 
and it is gradually coming to be understood that a system of law which 
will not prevent the doing of a wrong, but only affords redress after the 
wrong is committed, is not a complete system, and is inadequate to the 
present needs of society.” 


Concerning one aspect of the general doctrine here expressed, 
there is, perhaps, little difference of opinion. Modern ideas are 
changing and expanding, and equity should, of course, meet the 
demand for elasticity which originally called it into being. It is 
declared that: 


t 
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“A system of law which will not prevent the doing of a wrong, but 
only affords redress after the wrong is committed, is not a complete 
system, and is inadequate to the present needs of society.” 

This sounds convincing ; but does it not mean that practically 
all remedies at law are in this sense inadequate, and that equitable 
relief should be very generally substituted for them? We are led 
to wonder whether this has not been true of society at all times— 
past as well as present. If so, have courts of equity in their ad- 
ministration always failed to afford adequate relief in certain 
cases? Or must we concede that in their evolution, wisdom, 
born of unfolding experience, has been justified in placing a 
limitation upon their jurisdiction ? 

We may readily admit, for the purposes of this discussion, 
that one who has been held out to be so intimately connected 
with an enterprise, fraudulent or otherwise, as to import personal 
interest and responsibility, may, by acquiescence and apparent 
acceptance, incur liability; that, after that liability accrues, he 
may find his redress in an action at law inadequate; and, for this 
reason, he may, perhaps, in some instances, property rights being 
manifestly involved, with propriety seek preventive relief. 

But does this mean that equity must in general assume the 
burden of preventing all contemplated legal wrongs upon the 
theory that subsequent remedies at law may prove inadequate or 
less satisfactory? If so, what becomes of the right of trial by 
jury, and what may be thought of the system of court paternalism 
thus to be established? In the Edisun case the complainant was, 
by publication, directly and pointedly connected with the business 
in a position of responsibility. Here the effect, if any, upon the 
complainant’s property is indirect, remote, and speculative. If 
the unauthorized publications of defendants bring the complain- 
ant into ridicule and resulting disrepute, they are in the nature 
of libel. If so, they are actionable at law if special damages can 
be proved. In that case a court of equity would ordinarily seem 
to be without jurisdiction, but if the damages can not be ascer- 
tained, or even certainly known to exist, it is now said there is 


no adequate remedy at law; nor, it might be added, any cause of 
action at all in favor of a corporation. What then? Must a 
chancellor say arbitrarily that there is damage when no other 
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party nor tribunal can point one out? May he create a right 
when none exists at law; or, in another view, is it not equivalent 
to saying that the publication is damaging and libelous per se, 
and, if so, special damages need not be laid nor proven? Legal 
remedies in such cases have always been thought to be adequate. 
Here, again, the jurisdiction of equity would be wanting, and, if 
it assume jurisdiction in such a case, where may it properly leave 
off? It would seem that it must, unaided and unfettered, under- 
take to redress, or rather to prevent, all civil wrongs upon its own 
initiative and its own conscience. It would appear that this is 
not permitted by the spirit of our institutions, nor invited by that 
of “changing and expanding modern ideas.’ However, the courts 
have generally encountered these same difficulties, and the weight 
of authority has furnished no uncertain guide. 

The only property right asserted is that to the name of “Vas- 
sar’ and the signs, symbols, emblems, or devices relating thereto. 
The exclusive right to the use of a surname in cases like this 
has frequently been denied and to that effect is the greater weight 
of authority. Clark v. Freeman, 11 Beavan, 112. “A person has 
no such exclusive right to the use of a surname, or a name ap- 
plied to house or land, as will enable him to prevent its assumption 
by another.” 29 Cyc., 271; Olin v. Bate, et al., 98 Ill., 53, 38 Am. 
Rep., 78. “Equity will not restrain the use of the name and like- 
ness of a deceased person as a label for a brand of cigars named 
after him, though offensive to the family of the deceased, so long 
as it does not amount to a libel. * * * Society understands 
this, and may be depended upon to make proper allowances in 
such cases; and although each individual member may, in his 
own case, suffer a feeling of humiliation when his own name or 
that of some beloved or respected friend is thus used, he will 
usually, in the case of another, regard it as a trifle. We feel sure 
that society would not think the less of Col. John Atkinson if 
cigars bearing his name were sold in the shops. Nor are his 
friends brought into disrepute thereby. So long as such use does 
not amount to a libel, we are of the opinion that Col. John 
\tkinson would himself be remediless, were he alive, and the 
same is true of his friends who survive. Atkinson v. Doherty 
& Co., 121 Mich., 372, 80 N. W., 285, 46 L. R. A., 219, 80 Am. 
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St. Rep., 507. “An injunction can not be granted to restrain the 
unauthorized publication and distribution of lithographic prints, 
or copies, of a photograph of a young woman as part of an adver- 
tisement of a legitimate manufactured article, where there is no 
allegation that the picture is libelous in any respect.” Roberson 
v. Rochester Folding Box Co., 171 N. Y., 538-539, 64 N. E., 442 
(sg L. R. A., 478, 89 Am. St. Rep., 828). In Corliss v. E. WW. 
Walker Co. (C. C.), 64 Fed., 280, the portrait, and it may be 
presumed the name of a private individual, is recognized as prop- 
erty, but a distinction is made between such a person and a pub- 
lic character. In Edison v. Thomas A. Edison, Jr., Chemical 
Co. (C. C.), 128 Fed., 957, the bill was brought by Thomas A. 
Edison to enjoin the defendant company from using the name 
“Edison” and the word “Wizard” in connection with the manu- 
facture of certain ink tablets, on the ground that such was cal- 
culated to convey to the public the impression that the complain- 
ant was connected with the manufacture of such tablets, that the 
same were of little value, and that, if the public should consider 
that devices and processes invented by him were of little value, 
the income that he would derive from the selling or working of 
the processes invented by him would be very materially decreased, 
that the injury and damages thus resulting could not be ade- 
quately compensated for by an action in a court of law, presum- 
ably because they were insusceptible of ascertainment and exact 
calculation. It will be seen that in principle the case there pre- 
sented was very similar to the one at bar. The court held: 

“The bill does not charge the defendant with menace, intimidation, or 
coercion of any kind toward customers of the complainant, or with any 
direct attack upon his property or conduct of his business; nor does it 
allege that the acts complained of have created, or, if repeated, will create, 
any liability on the part of the complainant to third persons. Further, 
the case as presented is, indeed, one only of constructive, indirect, or im- 
plied libel or defamation by the defendant of the business reputation of 
the complainant and consequent diminution of his income. To hold that 
on the facts admitted by the demurrer the complainant is entitled to the 
relief he prays would establish a dangerous precedent, calculated to pro- 
duce confusion in the business world, open wide a door to fraud, and re- 


sult in much greater evil to the public than that suffered by the victims 
of the defamation.” 


The conclusion is that the case made was one merely of libel 
or defamation of business reputation, unaccompanied by threats, 
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intimidation or coercion, or by any direct attack upon property or 
conduct of business, or by any direct or indirect creation of lia- 
bility on the part of the complainant, and was therefore not within 
the equitable jurisdiction of the court. Similar views are ex- 
pressed in Henry v. Cherry, et al., 30 R. I., 13, 73 Atl., 97, 24 
LL. R. AL (N.S.), 991, 136 Am. St. Rep., 928, 18 Ann. Cas., 1005, 
and Roberson v. Rochester Folding Box Co., 171 N. Y., 538, 64 
N. E., 442, 59 L. R. A., 478, 89 Am. St. Rep., 828. 

In Adriance, Platt & Co. v. National Harrow Ce. (C. C.), 
o8 Fed., 118, Judge Coxe said 


“Thre doctrine uy i 1 the bill relies 1s an € tic Of recent orig! 

1 ? 4 ] + - + ¢1 . + -{ , 1 . ral - 
nics ] iS recelved uit Ss t tavor in tn courts Of this count! The 
moment it | ynes at snized branch of our jurisprudence courts ot 
ejuity will be urged persistently to intrude into the affairs of trade and 
dictate the langu hich merchants shall advertise their wares It 
Wl roster a syst itious Jud il pat talism whoich will create 


t 


more evils than it will 


In Edison v. Edison Polyform Mfg. Co., 73 N. J. Eq., 136, 
67 Atl., 392, already referred to, the court held: 

‘An injunction will lie to restrain the unauthorized use of one’s name 
by another as a part of its rporate title, or in connection with its busi 
ness or advertisen s, his picture and his pretended certificate that 

licinal preparation, which such other is engaged in manufacturing, 
is compounded according to the formula devised by him, though he ts not 
business competitor.” 


In that case, as has been seen, it was ultimately shown that 
a distinct property right in the way of possible personal responsi- 
bility for the obligations of the defendant company might accrue 
by reason of complainant being thus held out to be connected 
with the defendant company in the absence of repudiation on his 
part. But, nevertheless, the court states in support of its position 
the language of the supreme court of the United States in Brown 
Chemical Co. v. Meyer, 139 U.S., 540, 11 Sup. Ct., 625, 35 L. Ed., 
247, wherein it is said: 


‘A man’s name is his own property, and he has the same right to its 
use and enjoyment as he has to that of any other species of property.” 


The language here used was in connection with alleged unfair 


competition in trade. Both parties had, or were entitled to use, 
the same name, and it is with reference to the right of a man to 
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use his own name, if that use be a reasonable, honest, and fair 
exercise of such right, that the court asserted that a man’s name 
is his own property. This statement Was not made in the sense 
of denying the right of one person to use the surname of another, 
and follows a previous announcement that a man may in some 
cases be denied the right to use his own name under circumstances 
which would result in unfair competition in trade. The rules 
governing competition have, of course, no application to the mat- 
ter here under inquiry. The weight of authority is clearly against 
the contention that such property rights exist in a surname that 
its use may be enjoined merely because it is a source of profit 
to the user and under circumstances which do not result in un- 
fair competition and business loss resulting therefrom to the one 
asserting proprietorship in such surname, and particularly would 
this be true of a public corporate citizen which has assumed a 
name under the conditions here presented. So that we must find 
that complainant has sustained some injury to its property, which 
the law can recognize, distinct from libel and the mere use of a 
portion of its corporate name, before the jurisdiction of a court 
of equity can attach. 

In the case of Adriance, Platt & Co. v. National Harrow Co.. 
supra, the court overruled the demurrer in accordance with these 
further views: 


“Cases of such rank injustice may arise that the interference of a 


court of equity may be necessary. * * * The Court is not prepared 
to say that a case may not be so saturated with fraud, falsehood, and 
malice as to require the summary interference of a court of equity. Al 


though it is reasonably certain that the case at bar is not such a case, it 
is also clear that such a case may be proved under the sweeping allegations 
of the bill, which charges, in brief, that all the material statements of 
the circulars are false, fraudulent and malicious and made with intent to 
destroy the complainant's business.” 


In this bill there are no such allegations. It says: 


‘The complainant says that all of the acts of the defendants, herein 
complained of, are wholly without the consent or permission of the com- 
plamant, and are done with mercenary motives, with ictent to deceive, 
and without regard for the feelings, sensibilities, rights or wishes of the 
complainant, or of others now or formerly connected with said college 
* * * And that all such acts .or doings are willful, and are contrary 
to equity and good conscience, and to the manifest wronging of the com- 
plainant and to its irreparable injury.” 
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In Edison v. Thomas A. Edison, Jr., Chemical Co., supra, 
it is said: 

“A demurrer does not admit the truth of general allegations of 
fraud, but only the facts set forth as constituting the alleged fraud and 
all reasonable deductions from them. And, where a bill avers a legal in- 
ference which the facts stated therein do not justify, a demurrer, while 
confessing the facts, will not be considered as admitting the correctness 
of the inference.” 

So here the bill sets forth explicitly the facts from which it 
asks the wrongful conduct of the defendants and its own resulting 
injury to be inferred. So that the entire case sought to be made 
is, and is intended to be fully disclosed upon the face of the bill. 
In such a case the right to relief can be adequately determined 
upon demurrer. The wrong here complained of is indefined and 
uncertain even in the minds of complainant’s counsel, who, upon 


‘ 


the original argument of the case, frankly admitted that “com- 
plainant was unable to find any case in point for or against its 
contention, and states the case to be in its opinion one of a new 
character and without exact precedents, and that, therefore, it 
should be decided according to right and justice as the same 
should appear from the reading of the complaint.” Unfortunately 
for this positicn, “equity does not undertake to relieve from all the 
annoyances caused by those who are inconsiderate of the feelings 
and business interests of others. On the contrary, it is a general 
rule, which has some exceptions, that it will not undertake to in- 
terfere where a party has an adequate remedy at law and when 
it does interfere, it is guided by principles of equity, which during 
the long course of its administration have become established.” 
Marlin Fire Arms Co. v. Shields, 171 N. Y., 384, 64 N. E., 163, 
59 L. R. A., 310. Any departure from these sound principles is 
likely to lead to evils far greater than those sought to be remedied. 
In an analogous case the court in Roberson v. Rochester Folding 
Box Co., 171 N. Y., 538, 64 N. E., 442, 59 L. R. A., 478, 89 Am. 
St. Rep., 828, said: 


“If such a principle be incorporated into the body of the law, through 
the instrumentality of a court of equity, the attempts to logically apply 
the principle will necessarily result, not only in a vast amount of litiga 
tion, but in litigation bordering upon the absurd; for the right of privacy, 
once established as a legal doctrine, can not be confined to the restraint 
of the publication of a likeness, but must necessarily embrace as well 
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the publication of a word picture, a comment upon one’s looks, conduct, 
domestic relations, or habits. \nd, were the right of privacy once 


legally asserted, it would necessarily be held to include the same things 
if spoken, instead of printed, for one, as wel as the other, invades the 
} 1 99 


right to be absolutely let alone. 
And again: 


“The temperaments of individuals are various and variable, and the 
Imagination exerts a powerful and incalculable influence in injuries of 


il 






this kind. There are many moral obligations too delicate and subtle t 
be enforced in the rude way of giving money compensation for their 
violation. Perhaps the feelings find as full protection as it is possible 
to give in moral law and a responsive public opinion. The civil law is 
i practical business system, dealing with what is tangible; and does not 
undertake to redress psychological injuries.” 





In Schuyler v. Curtis, 147 N. Y., 434-448, 42 N. E., 22, 26 
(31 L. R. A., 285, 49 Am. St. Rep., 671), the same court said: 

In this class of cases there must be some reasonable and plausible 
ground for the existence of this mental distress and injury. It must 
not be the creation of mere capri ior of pure fancy, nor the result of 

sitive and morbid mental organization, dwelling with undue 

upon the exclusive and sacred character of this right of privacy 

lass of mind might regard the right as interfered with and 

the least reference, even of a complimentary nature, to some 

estor without first seeking for and obtaining the consent 

of his descendants. Feelings that are thus easily and unnaturally injured, 
and distressed under such circumstances, are much too sensitive to be 
recognized by any purely earthly tribunal \ proposed act which a court 
will enjoin becduse it would be a violation of a legal right must, among 


other conditions, be of such a nature as a reasonable man can see might 
and probably would cause mental distress and injury to any one possessed 


( 
of ordinary feeling and intelligence, situated in like circumstances as the 


complainant, and this question must always to some extent be one of 
law.” 

While these cases were dealing specifically with the so-called 
right of privacy, nevertheless the principles with which they dealt 
were similar to those here presented. There, however, the com- 
plainant was an individual, with correspondingly strong claims 
upon the consideration of the court. Here the complainant cor- 
poration must found its claim to relief upon injury to its busi- 
ness, and the act complained of must be of such a nature as rea- 


sonable men can see might and probably would produce the injury. 
“Tt is settled by authority that a libel on a thing is not actionable 
unless the owner of the thing alleges and proves that he has 
sustained pecuniary loss as a necessary consequence of the pub- 
lication.” Marlin Fire Arms Co. v. Shields, supra. This is 
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equally true of the wrong here asserted, whether it be considered 
as libel or otherwise. The complainant concedes that the injury, 
if any, is not susceptible of estimation or determination. Whether 
it exists at all must be, to some considerab'e extent, a question 
of law. 

[ am unable to perceive that any right exists in complainant 
which is cognizable in a court of equity; nor can I| perceive any 
injury which this court has power to remedy. The injurious 
effects, if any, of the advertisements complained of, are specula- 
tive in the highest degree. They seem to me to be largely crea- 
tions of fancy, due to supersensitiveness and apprehension. They 
are lodged rather in a feeling of distaste on the part of those 
interested in Vassar College for seeing its name and insignia, 
inferentially at least, linked with any commercial pursuit, than in 
any appreciable injury to its tangible property. I have not felt, 
and can not feel, that anyone could think less of this eminent 
institution by reason of the acts of defendants recited in this bill; 
and I believe it to be beyond the power of this court to take 
cognizance of the psychological injuries recited. A citizen of 
the United States has no transcendent personal right founded on 
instinct of nature, in addition to the rights guaranteed by the 
written Constitution. The constitutional provision entitling every 
man to a certain remedy for all injuries or wrongs received in his 
person, property, or character is not self-executing. Individual 
conception of natural justice is not law. To make it law is 
therefore a legislative act, forbidden by the Constitution to the 
courts. Hemry v. Cherry, et al., 30 R. I., 13, 73 Atl., 97, 24 
L. R. A. (N. S.), 991, 136 Am. St. Rep., 928, 18 Am. Cas., 1006. 
If the use of the name in commercial publications, as in the case 
at bar, be deemed an unwarranted invasion of personal rights, it 
is within the province of the Legislature so to declare. The 
courts can not create a right unknown to the common law, and not 
provided by statute. 


For all the foregoing reasons, it follows that the bill must 
be dismissed. 


[1. Notwithstanding this decision, the officers of a corporation may be 
held individually liable for acts of unfair competition done by them in 
furtherance of the corporate business (Saxlehner vy. Eisner, et al., 140 
Fed. Rep., 938; 147 #d., 180; 203 U. S., 5901). 
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2. The only justification in reason for this decision seems to be that 
the relief sought was without precedent. It is difficult to understand 
why an educational or religious corporation should not be entitled to 
equitable relief to restrain the misuse for trade purposes of its name or 
insignia. The injury suffered from such use may be, as was said in the 
opinion, “psychological,” but most injuries to business or good will are 
primarily of the same character, in that they have their origin in a state 
of mind induced in actual or prospective customers of the business. The 
fact that in this case the pecuniary injury is more remote and less sus 
ceptible of proof than the injury resulting from the infringement of 
another’s trade-mark or name, does not make it any the less probable. 
The courts of at least four states have enjoined the use of a personal 
name or portrait for commercial purposes, and one of them at least has 
recognized as the ground of its decision the individual’s right of prop- 
erty therein (Munden vy. Harris, 134 S. W. Rep., 1076; Foster-Milburn 
Co. v. Chinn, 134 Ky., 424; Edison v. Edison Mfg. Co., 73 N. J. Eq., 136; 
Pavesich v. N. Y. Life Ins. Co., 122 Ga., 190). 

Reasonable persons must believe that the college name and seal may 
easily be appropri ited to such commercial ends as would grec itly injure 
its prestige and diminish its patronage, with a corresponding decrease in 
its revenues. Yet so dithcult would it be to prove actual damage that an 
action at law would be of no avail to redress the wrong. Beside, the 
damage to such an institution from a cause which lessens its good repute 
with the public is not susceptible of measurement in terms of money. 
The same considerations of expediency which caused the development of 
the common law doctrine of the right to recover damages for the publica- 
tion of that which is per se injurious to good repute should prompt a 
court of equity to give relief against that appropriation of another’s 
name, whether individual or corporate, which is equally injurious but the 
damage resulting from which is incapable of measurement in the terms 
employed in the courts of law.] 


MopERN WoopMEN OF AMERICA v. HATFIELD, ef al. 


(199 Fed. Rep., 270.) 
District of Kansas, August 26, 1912 


UNFAIR COMPETITION—NAME OF FRATERNAL SOCIETY. 

A fraternal beneficiary society may obtain an injunction in a 
federal court to enjoin the organization under the laws of another 
state by citizens thereof, of a similar society, to conduct the like 
business of beneficiary insurance under a name so resembling that 
of the original society as to be likely to deceive. It is not necessary 
to wait until the new society is organized and then enjoin it from 
doing business. 


In Equity. On demurrer to bill of complaint. 


Ferry, Doran & Dean, for complainant. 

Rodolph Hatfield and J. G. Johnson, for defendants. 

CAMPBELL, District Judge—lIn this case the question now is 
on demurrer to the bill. It appears from the bill that complain- 
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ant is an Illinois corporation, a fraternal beneficiary society, hav- 
ing for its purposes fraternal relations among its members and 
financial aid to their beneficiaries upon their death; that it has 
been, and is now transacting business in this state under due 
authorization since 1883, has about 80,000 members, has paid 
out to deceased members more than $10,000,000, and is now pay- 


ing out $1,000,000 per annum. Its organization as to head camp 


and subordinate officers is then set out, and the facts that the 
organization extends to 35 states of the Union and portions of 
Canada, and that its revenues are derived from dues and assess- 


ments comprising general and benefit funds. It is then alleged: 


“That the complainant has fixed laws, rules, and regulations which 
are passed and adopted by the head camp of the society; that, under 
these laws, rules, and regulations, the society is controlled and managed 
and its funds collected and distributed: that these laws, rules, and regu- 
lations, and all forms adopted by the head and local camps thereunder, 
are the property and assets of the complainant society: that they are dis 
tinctive and well known to its membership and to the general public; 
that the local camps of the state of Kansas are known as ‘the Kansas 
Woodmen,’ and have been so known for many years: that the Modern 
Woodmen of America is known to be a strong, safe, well managed, 
fraternal beneficiary society, and that as such its name and the com- 
ponent parts thereof have a good will and property value; that the word 
‘Woodmen’ is the principal part and the essence of the complainant’s 
name; that the good will thereof has been established at great expendi- 
ture of time and money; and that as used in complainant’s name it is a 
descriptive word, and that the public is in the habit of designating the 
complainant society by that name.” 


The defendants are alleged to be citizens of Kansas, and the 
amount in controversy is alleged to exceed $3,060, exclusive of 
interest and costs. 


It is then alleged: 


“That at-a meeting held in January, 1912, the complainant, through 
its head camp, or lawmaking body, deemed it wise, and for the best 
interest of the society and its members, to increase the rates of assess 
ments, and at said meeting lawfully increased the same, said increase to 
become effective January 1, 1913: that the defendants herein, and others 
acting with them, whose names are to the complainant unknown, and 
are too numerous to be here inserted, if known, confederated and con- 
spired together, and are now confederating and conspiring under the 
pretext of opposing said increase of rates, to fraudulently and unlaw- 
fully appropriate to themselves and their alleged new society, the name, 
title, insignia, designations, laws, rules, regulations, and property of the 
complainant, Modern Woodmen of America; that in consummation of 
said unlawful conspiracy and fraudulent acts said defendants have flooded 
the Kansas membership of the Modern Woodmen of America, and the 
public, with letters, writings, and articles issued through a publicity 
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bureau created by them, urging said Kansas members of the Modern 
Woodmen of America to desert said society and to enter and become 
members of an alleged new society under the name of ‘The Kansas 
Fraternal Woodmen,’ and are also soliciting the public to become mem- 
bers of said alleged new society; that in further consummation of said 
unlawful and fraudulent purposes said defendants have made application 
to the charter board of the state of Kansas for charter for their said 
alleged new society under the name and title of ‘the Kansas Fraternal 
Woodmen’; that said defendants have incorporated in the proposed name 
of their new society the word ‘Woodmen’ for the purpose and with the 
intent of misleading and deceiving the members of the Modern Wood- 
men of America, and the public, and of thus appropriating the good will 
and fixed property rights of the complainant, by leading and causing said 
membership of the Modern Woodmen, and the public, generally, to be 
lieve that the new society is in truth and in fact a branch or part of 
the Modern Woodmen of America, well knowing that the Kansas mem- 
bers of said organization are known, and have for many years been 
known, as “The Kansas Woodmen.’ ”’ 

This, complainant charges, is fraudulent and unlawful, in 
that it is an attempt to appropriate its name and good will and 
mislead and deceive its membership and the general public, and 
is in violation of the state statutory prohibition against the 
adoption of a name too closely resembling that of a similar 
association. The recitations of the bill are further amplified by 
setting forth details not necessary here to repeat. It is charged 
that the use of the name “the Kansas Fraternal Woodmen” 
will tend to and will mislead and deceive complainant's mem- 
bers and the general public, and will lead to confusion and to 
the great and irreparable injury of the complainant, and _ that, 
unless enjoined, the defendants will apply to the state superin- 
tendent of insurance for a certificate of authority to do business 
in the state under the name of “the Kansas Fraternal Wood- 
men.” 


The prayer is that defendants be enjoined from soliciting 
membership or distributing literature in the name of “the Kansas 
Fraternal Woodmen,” or attempting to procure or procuring 
from the state charter board a charter in such name; or from 
the state superintendent of insurance a certificate of authority 
to do business in such name, or from using complainant’s form 
of organization, etc., or complainant’s funds, property, or good 
will, 


The demurrer raises two questions: (1) That a foreign 


corporation doing business in a state only by license has no 
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standing in a United States court of equity to question the right 
of citizens of the state granting it the license to take any nec- 
essary steps under the statutes of the state in which the court 
is located for the creation of a corporation bearing the same or 
similar name as the foreign corporation. (2) That complainant, 
a foreign corporation, can not invoke a United States court of 
equity, sitting in Kansas, by injunction, to restrain or enjoin 
these defendants from applying to duly constituted tribunals, 
clothed with limited judicial and discretionary powers, for a 
charter and permission to do business in the state. 

In support of the first proposition, the defendants cite 
Lehigh Valley Coal Co. v. Hamblen, et al. (D. C.), 23 Fed., 225, 
and Continental Ins. Co. v. Continental Fire Assn, to1 Fed., 
255, 41 C. C. A., 326. In the former case it was held by the 
circuit court for the northern district of Illinois, Judge Gresham 
presiding, that as the complainant was a foreign corporation, 
doing business in the state only by comity, and at the sufferance 
of the scate, the complainant had no standing in the federal court 
to procure an injunction restraining the defendants from receiv- 
ing stock subscriptions or taking any other steps necessary to 
be taken under the statute in the creation of the new corpora- 
tion. It is to be noted that the defendants in that case, under a 
peculiar provision of the state law, were acting as commissioners 
to open books for subscriptions to the capital stock of the cor- 
poration, and are held by the court to perform a function under 
the laws of the state, if not as officers, at any rate as instru- 
mentalities employed by the state. The court further held that, 
in view of the Illinois law prohibiting the issuance of a license 
to commissioners to receive stock subscriptions in the name of 
a corporation, the same as that of one or more other existing 
corporations, the question was primarily one for the secretary 
of state. But the court does not hold that the foreign corpora- 
tion, complainant in that case, is without redress in the federal 
court against the defendants, acting not as state instrumentalities, 
but as officers of the corporation, for he says: 


“T do not say what may be done if the defendants succeed in creating 
their corporation bearing the complainant’s name, and a suit shall be 
brought by complainant to prevent individuals claiming to be officers or 
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managers of such corporation from interfering with the complainant’s 
business as already stated.” 


But subsequently, in the case of Peck Bros. & Co. v. Peck 
Bros. Co., 113 Fed., 291, 51 ©. C. A., 251, 62 L. R. A., 81, the 
circuit court of appeals for the same circuit decided the question 
in favor of the right of the foreign corporation to such relief, 
saying in reference to a contrary decision by an appellate court 
of the state: 


“We are compelled, with deference, to differ with the learned court, 
if it intended to hold that incorporation under the laws of the state of 
Illinois protects one from the consequences of his own wrong. In a 
certain limited sense the sovereignty of the state had conferred the name. 
There is, however, in the term ‘sovereignty’ no magic to conjure by. It 
can confer upon individuals no right to perpetrate wrong. Nor do we 
think that the sovereignty of the state of Illinois sought to do that. It 
has a general law of incorporation, by which any body of men com- 
bining for the purpose of business may incorporate under any name they 
may select. The name is not imposed by the law, but is chosen by the 
incorporators. With that selection the sovereignty of the state has noth- 
ing to do. The act of sovereignty allowing incorporation is permissive, 
not mandatory. It sanctions the act of incorporation under the name 
and for the business proposed, if that name and that busifess be other 
wise lawful. The sovereign by the act of incorporation adjudges neither 
the legality of the business proposed, nor of the name assumed. That 
is matter tor judicial determination by a court having jurisdiction of the 
subject when the legality of the business or of the name is called in 
question. If one may not use the name imposed upon him in invitum 
so that it shall work wrong to another, by what token may he become 
incorporated under a name selected by himself to effect like wrong? And 
how is the sovereignty of a great state impugned by the denial to in- 
corporators of a right to perpetrate such a wrong? Is it possible that 
a sovereignty of a state can be thus invoked to perpetrate a fraud? If 
it may be, then indeed will that sovereignty stand for oppfession, and 
not for justice. Then could one who, in connection with a business to 
which his name had been attached and had given value to it, having dis 
posed of his right to use that name to another, and so by the law pro 
hibited from using it in connection with a like business under circum 
stances that would work a fraud, be enabled to effect the fraud by simply 
becoming incorporated under that name under the sovereignty of the 
state of Illinois. We can not bend our judgment to the conclusion that 
a sovereign state designed thus to confer immunity for wrong. * * * 
With respect to the denial by the supreme court of Illinois of the right 
of a foreign corporation to contest in the courts of that state the right of 
a domestic corporation to the corporate name given it by the 
state in its articles of incorporation, even if that name be selected 
in fraud and be used to perpetrate a wrong, we are not concerned. The 
state of Illinois has the undoubted right to regulate its own courts in 
its own way, and, 1f it so will, to turn a deaf ear to a demand for justice 
\ federal court, however, is organized in part to listen to complaints of 
citizens and corporations of one state against citizens or corporations of 
another state, and its doors may not be closed by any ruling of a state 
tribunal. We study the decisions of the highest court of a 


state with 

















MODERN WOODMEN OF AMERICA V. HATFIELD, ET AL. 517 


respectful deference, but can not be concluded thereby in such a case as 
the present one, when the ruling invoked, in our judgment, works a 
grievous wrong. We can not follow the decision in the Hazelton case. 
The doctrine of the Illinois court, as we conceive, is not in accord with 
the decisions of the federal and of other state courts. Celluloid Mfg. 
Co. v. Cellonite Mfg. Co. (C. C.), 32 Fed., 94; Rogers Co. v. Rogers Mfg. 
Co., 17 C. C. A., 576, 70 Fed., 1017; Publishing Co. v. Dobbinson (C. C.), 
72 Fed., 603; Higgins Co. v. Higgins Soap Co., 144 N. Y., 462, 39 N. E., 
490, 27 L. R. A., 42, 43 Am. St. Rep., 769; Holmes, Booth & Hayden v. 
Holmes & Atwood Mfg. Co., 37 Conn., 278, 293, 9 Am. Rep., 324.” 

In the second authority cited, Continental Insurance Co. v. 
Continental Fire Association, supra, there is not a distinct hold- 
ing that a foreign corporation is without redress in such case. 
The court says: 

“As under and in accordance with the laws of the state of Texas the 
defendant was incorporated under the specific name of the ‘Continental 
Fire Association, it has a prima facie right, certainly, under that name, 
to carry on in the state of Texas the business for which it was incor- 
porated; and it would seem that a foreign corporation, with no such fran- 
chise, and doing business in the state of Texas only by license, is without 
standing to question the right of the defendant to use in its business the 
name granted and authorized by the state of Texas”—citing Boston Rub- 
ber Shoe Co. v. Boston Rubber Shoe Co., 149 Mass., 436, 21 N. E. 875. 

The court then states that in the cases coming under its 
observation (citing them) the controversy has generally been 
between corporations of the same state. The court further 
observes that it has found no such case in which a foreign 
corporation has been heard to complain, and cites and quotes 
from Coal Co. v. Hamblen, supra. The weight of the court's 
observations upon this question as an authority is, however, 
considerably affected by the latter part of the decision, which 
holds that, however all this may be, if it is assumed that the 
corporate name of a business corporation is practically its trade- 
mark, and that equity will deal with it in a proper case on 
principles analogous to those governing the use of the trade- 
mark, still the facts in the case do not sustain plaintiff's con- 
tention. 

In the case of Peck Bros. Co., supra, in which is cited Cellu- 
loid Mfg. Co. v. Cellonite Mfg. Co. (C. C.)., 32 Fed., 94, Mr. 
Justice Bradley, then of the United State supreme court, is 
quoted as observing in the latter case: 


“As to the imitation of the complainant’s name, the fact that both 
are corporate names is of no consequence in this connection. They are 
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the business names by which the parties are known, and are to be dealt 
with precisely as if they were the names of private firms or partnerships. 
The defendant’s name was of its own choosing, and, if an unlawful imi- 
tation of the complainant’s, is subject to the same rules of law as if it 
were the name of an unincorporated firm or company. It is not identical 
with the complainant’s name. That would be too gross an invasion of 
the complainant’s right. Similarity, not identity, is the usual recourse 
when one party seeks to benefit himself by the good name of another.” 


And from Hopkins on Unfair Trade: . 


“Where the defendant is a corporation whose corporate name in- 
cludes a proper name, and was selected by the incorporators with the 
intent and for the purpose of deceiving the public into the belief that its 
goods are the goods of the plaintiff, such frauds will, of course, be 
enjoined.” 

The right of a foreign corporation to equitable relief by 
injunction against the fraudulent use of the same or similar name 
by a domestic corporation in the state and federal courts is 
further supported by the following authorities: U. S. L. & H. 
Co. of Maine v. U.S. L. & H. Co. of N. Y. (decided by the U. S. 
C. C. for the Southern Dist. of N. Y. in 1r9g10o), 181 Fed., 182; 
Phila Trust, Safe Dep. & Ins. Co. v. Phila. Trust Co. (U. S. 
C. C., Dist. Dela.), 123 Fed., 534 (decided in 1903); Knights al 
of Maccabees of the World v. Searle, et al. (decided by the 
supreme court of Nebraska in 1905), 75 Neb.,.2&85, 105 N. W., 
448; Atlas Assurance Co. vy. Atlas Ins. Co. {decided by the 
supreme court of Iowa in 1907), 138 Iowa, 228, 112 N. W., 232, 
114 N. W., 609, 15 L. R. A. (N. S.), 625, 128 Am. St. Rep:, 189. 
As will be observed, one of the above cases involved a fraternal 
beneficiary association. That such associations, especially when 
incorporated, although not solely business corporations organized 
only for profit, may so protect themselves from injury resulting 
from the fraudulent use of the same or similar names by other 





like organizations, is supported by the following authorities: 
Knights of Maccabees of the World v. Searle, supra; Intern. 
Com. of Y. W.C. A. v. Y. W. C. A. of Chicago, 194 IIl., 194, 
62 N. E., 551, 59 L. R. A., 888; Daughters of Isabella No. I v. 
National Order of D. A., 83 Conn., 679, 78 Ati., 333, Ann. Cas., 
1912A, 822. 

If. as charged in the bill and admitted by the demurrer, 
so far as the gresent consideration is concerned, the use of the 
name, “the Kansas Fraternal Woodmen,” is for the purpose of 
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misieading and deceiving complainant's members and the gen- 


eral public, and of injuring and destroying the complainant, and 
of appropriating its business and good will and the use of such 
name in the manner and for the purpose charged will tend to 
and will mislead and deceive complainant's members and _ the 
public, leading to confusion and consequent injury to complain- 
ant in the benefit and good will attaching to its name, then no 
reason is conceived why the defendants may not be now enjoined 
from proceeding to perfect the organization, rather than wait 
until it is perfected, and then enjoin them from engaging in the 
business for which the organization is contemplated. 
* * * * * 

In view of the foregoing considerations, | find that the 

demurrer should be overruled; and it is so ordered. 


[For cases in point, on the right of protection in the name of fra 
ternal organizations, see Reporter, Vol. 2, pp. 328, 360, and cases cited.] 


NEW YORK SUPREME COURT 


YELLow Taxt Cap Co. v. Crry Taxt Cap Co. 
Special Term, New York County, November 5, 1912. 


Unrair Competition—Coror or Taxr Cass. 
Preliminary injunction vacated, which enjoined the defendant from 
operating taxi cabs imitating in color those of the complainant. 


On motion to continue injunction, pendente lite. 


Benedict M. Holden, for plaintiff. 
Theodore F. Silkman, for defendant. 


GREENBAUM, ]|.—Plaintiff seeks to enjoin pendente lite the 
defendant as well as six other defendants in separate suits “from 
maintaining and operating for hire taxicabs on the streets of 
New York so long as said taxicabs shall be painted or decorated 
a bright yeliow color, which is more technically described as 
‘Bristol orange,’ or in imitation thereof, which said color is 
applied on all the panel work of the body of said taxicabs and upon 


the chassis of said taxicabs, and the wheels painted the same 
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yellow hereinbefore mentioned, and the spokes thereof striped 
with black and the bolt heads in the wheels painted black.” The 
complaint in each case is a printed form identical in language, 
saving only in the insertion in typewriting of a given number 
which the particular defendant displays upon his car. The 
plaintiff claims to have built up at great expense a successful 
business and acquired a large patronage by a carefully supervised 
system of operating its cabs, and that the distinctive yellow 
coloring of taxicabs as above described with spokes “striped with 
black and bolt heads in the wheels painted black’”’ was “a well 
defined departure from the coloring of other taxicabs” in use 
prior to April, 1909, the time when the plaintiff's predecessor 
in title organized a corporation for the operation of taxicabs, 
which were and are known and advertised as “Yellow Taxi” 
or “The Yellow Taxi Cab.” A temporary injunction was ob- 


tained in each case upon the complaint and printed affidavits, 
identical in every respect excepting only that in the supporting 


affidavit of one Brazier there is a difference in the number of 
the cab of the given defendant, typewritten in a blank space re- 
served for that purpose. Brazier’s affidavit is the only one which 
attempts to connect the defendant in each case with the alleged 
acts of unfair competition or infringement of plaintiff's alleged 
rights in the exclusive use of the yellow taxicab above described. 
He alleges in his uniform printed affidavit respecting each de- 
fendant as follows: “That I am familiar with the cab operated 
by the defendant. * * * That I have seen this taxicab 
operated in and about the streets of New York, and I have fol- 
lowed it and watched it for the purpose of seeing the methods 
employed by the driver to get passengers. I have frequently 
seen the driver of the defendant’s cab standing near the curb, 
as near as he could get to the line of yellow taxicabs operated 
by the plaintiff company, with his door open, calling ‘First car 
out,’ and I have seen passengers go to his car remarking, ‘This 
is a yellow taxi,’ or words to that effect, and the defendant has 
refrained from telling them their mistake and has by his lan- 
guage in substance led them to believe that he was operating a 
‘yellow taxicab.” * * * The car operated by the defendant 
so closely resembles the cars of the plaintiff company that it is 
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not easily distinguishable from the cars operated by the plaintiff 
company and so closely resembles the cars of the plaintiff com- 
pany that the public is deceived and misled 


Kach defendant 
positively denies that he represented by act or word his cab as 
a yellow taxicab of the plaintiff, or did or said anything to mis- 
lead any one using his cab in believing that it was the cab of 
the plaintiff. The acts complained of are twofold: First, that 
the defendant’s cab so closely resembles the cabs of the plaintiff 
in its coloring as not to be easily distinguishab’e therefrom, 
whereby the public is deceived and misled, and, secondly, that 
the defendants are guilty of unfair competition in deceiving the 
public by the manner in which they solicit patronage. There is 
not a scintilla of evidence from which the court may draw its 
conclusions of fact as to the way the defendant's cabs are painted, 
the concluding paragrapl of Brazier’s affidavit being the only 
allegation bearing thereon. It is thus apparent that the moving 
papers are totally deficient in a most essential particular. but 
as the counsel for the defendants conceded upon the argument 
that the cabs of their clients were painted in a yellow color 
and in that respect were similar to the cabs of the plaintiff, | 
will briefly touch upon this feature of the case. The defendants 
deny that plaintiff and its predecessors were the first to adopt the 
use of yellow colored taxicabs as described by p!aintiff, and allege 
that such yellow colored cabs have been in operation to a con- 
siderable extent before the plaintiff or its predecessors engaged 


in the business of operating taxicabs. But aside from the issue 


of prior use, it is clear from the plaintiff's; presentation of the 
case that the broad claim is made to the exclusive right to: use 
taxicabs for hire having a ve'low colored body and chassis. It 
is too well settled to require extended discussion that no one 
may monopolize a particular color. The only cases in which 
the courts have recognized the exclusive right to a color are those 
in which the particular color was employed in combination with 
other characteristics, which taken together presented a new 
and distinctive feature from that used by others engaged in a 
like business (Ohio Baking Co. v. Nat. Biscuit Co., 127 Fed. 
Rev., 116, 121; Diamond Match Co. v. Saginaw Match Co., 142 


Fed. Rep.. 727, 728). As was aptly said in the Diamond Match 


/ 
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Co. case (supra): “The primary colors, even adding black and 
white, are but few. If two of these colors can be appropriated 
for one brand of tipped matches, it will not take long to appro- 
priate the rest.’ It follows that plaintiff was not entitled to the 
temporary injunction, which must be vacated, and that the mo- 
tion for an injunction pendente lite must be denied. 


[It need hardly be remarked that the learned judge was misled in 
this case by the decisions cited, and failed to see that in a suit for unfair 
competition, such as this, the only question is whether the defendant's 
business methods result in the confusion of his business with that of the 
plaintiff. .If such is the case, then the methods should be enjoined; and 
where the result depends on the distribution of colors on cabs or wagons, 
the use of these colors should cease. (Nokes v. Mueller, 72 Ill. App., 
431; N. Y. Cab Co. v. Mooney, 15 W. N. Cases, 152.) ] 


WESTERN Crock Mec. Co. v. A. C. SmirH 
Special Term, New York County, September 30, 1912. 
TRADE-MARK—FRAUDULENT REGISTRATION ABROAD. 
Defendant, who had fraudulently registered in Mexico the trade- 
mark of the plaintiff, required to assign the registration to the plain- 


tiff or to execute a consent to its cancellation. 


In Equity. On final hearing. 


The defendant, a resident of Mexico City, had fraudulently 
registered there the trade-mark of the plaintiff. Personal service 
was obtained upon him in New York in a suit in equity to compel 
him to relinquish his rights therein. 


King & Booth, for plaintiff. 


After the taking of proofs, final judgment was awarded in 
favor of the plaintiff, by Mr. Justice Goff, as follows: 


Ordered, adjudged and decreed that the defendant, Alfred C. Smith, 
in procuring the registration in his own name, and for his exclusive use 
in the bureau of patents and trade-marks in the republic of Mexico of 
the trade-mark words “Big Ben” as applied to clocks and timepieces and 
in procuring the issue to himself of certificate, number eleven thousand 
one hundred forty-five (11,145) of said bureau of patents and trade- 
marks, dated the 22d day of April, 1911, has acted in fraud and in viola- 
tion of plaintiff's rights in and to the use of the said trade-mark words 
“Big Ben” as applied to clocks and timepieces in the republic of Mexico 
and elsewhere, and 

Ordered, adjudged and decreed that the defendant, his agents, serv- 
ants and employees be, and they are perpetually enjoined and restrained 
from claiming to be the owner of the trade-mark words “Big Ben” and 
from claiming any rights thereto under and by virtue of the said regis- 
tration thereof by the said defendant in the republic of Mexico, or under 
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or by virtue of the said certificate, No. 11,145, issued by the bureau of 
patents and trade-marks to the said Alfred C. Smith, as aforesaid, and 
from in any way interfering with the plaintiff's trade or the sale of 
clocks or timepieces manufactured by plaintiff and sold in the republic 
of Mexico or elsewhere by plaintiff or other persons or corporations to 
whom plaintiff has sold its clock or timepieces, and 

Ordered, adjudged and decreed that the defendant, Alfred C. Smith, 
forthwith assign and transfer, by proper instrument in writing, to this 
plaintiff, Western Clock Manufacturing Company, all right and interest 
in and to the registration of the trade-mark words “Big Ben” protecting 
clocks, number eleven thousand one hundred forty-five (11,145), the 
certificate for which registration was issued to the said defendant, Alfred 
C. Smith, by the bureau of patents and trade-marks in the republic of 
Mexico on the 22d day of April, 1911, or, in the alternative, said defend 
ant, Alfred C. Smith, is ordered and directed to forthwith execute and 
deliver to the said plaintiff, Western Clock Manufacturing Company, 
a petition in proper form to the director of the bureau of patents and 
trade-marks in the republic of Mexico for the cancellation of the said 
registration in the name of the said defendant, Alfred C. Smith, of the 
said trade-mark words, “Big Ben,” or to execute and deliver to this 
plaintiff, Western Clock Manufacturing Company, such other proper in- 
strument or instruments in writing, directed to the proper authorities 
in the republic of Mexico, as may be necessary and proper to enable 
the said plaintiff to procure the cancellation of the said trade-mark 
numbered 11,145 to protect clocks and now standing in the name of the 
defendant, Alfred C. Smith, and 


Ordered, adjudged and decreed that the plaintiff recover judgment 
against the defendant for the costs of this action to be taxed by the 
clerk, amounting to $97 10/100, and that the plaintiff have execution 
therefor. 

Enter, 
J. We: Gz 


Justice of the Supreme Court 


[The extraordinary interest attaching to this case as a novel and 
effective means of dealing with the piracy of American trade-marks in 
foreign markets, leads us to depart from our usual rule to report only 
court decisions and, in the absence of any formal decision, to print in 
full the final decree in this suit. It should be a precedent of value to 
many attorneys who have found themselves at a loss how to act in the 
like situation. ] 


M. & S. Cocoa & CHocoLatEe Co. v. PREM1umM CHOCOLATE Co. 


Special Term, New York County, October 21, 1912. 


1. CONFLICTING MARKS—INITIALS 
The letters “B. N. & S.” applied to the top of a bar of chocolate, 
infringes upon a mark composed of the letters “M & S” similarly 
applied. 
UNFAIR COMPETITION—-COLORING OF BOXEs. 
Injunction granted to restrain the imitation of the color scheme 
employed on the plaintiff's boxes. 


In Equity. On final hearing. 
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Charles R. Bradbury, for plaintiff. 
Michael J. Grady, for defendant. 


Ketiy, J.—Many of the acts complained of as infringe- 
ments on plaintiff's rights are not subjects for the intervention of 


equity. The manufacture and sale of chocolate bars similar 
in shape and size to plaintiff's can not be enjoined. There is 
nothing peculiar or unusual in the plaintiff's candy bars. Nor 
is the use of the name “Penny Almond Bars” or the like, or 
the mixture of almonds with the chocolate, subject to injunction ; 


nor the method of packing the candy in layers. In none of 
these things has plaintiff any exclusive proprietary right. But 
plaintiff adopted the letters “M & S” stamped on the top of 
the bar as a trade-mark and duly registered the same. The use 
by defendant of the stamp “Trade B. N. & S. Mark” on its bars 
is, to my mind, a violation of plaintiff's rights and calculated to 
deceive purchasers. And the use of the peculiar colored box 
used by plaintiff is in the same category. I think plaintiff is 
entitled to an injunction restraining these methods. Defendant 
uses the words “Trade Mark” in conjunction with the letters 
“B. N. & S.,” although there is no evidence that defendant owns 
or has registered any such trade-mark. The use of this stamp 
on the candy and on the labels should be enjoined (l’ulcan v. 
Myers, 139 N. Y., 364; Dutton v. Cupples, 117 App. Div., 172; 
O'Connell v. Nat. Water Co., 161 Fed. Rep., 545; Higgins Co., v. 
Higgins Soap Co., 114 N. Y., 462). Judgment for plaintiff to the 
extent indicated in memorandum. Requests to find passed upon. 
Settle decree upon notice. Fifty dollars costs to include dis- 
bursements to plaintiff. 





NaAnz Crock Co. v. NANZ, e¢ al. 
Special Term, New York County, November 6, 1912. 


UNFAIR COMPETITION—COoNTRACT REGULATING USE oF FAMILY NAME. 

Sale of a business and good will, coupled with a covenant on the 
part of the seller not to use his name in the same business during a 
period of five years, implies a right reserved to do so at the expiration 
of that time, provided he suitably distinguishes his business from the 
earlier one. 


On motion for a preliminary injunction. 





NANZ CLOCK CO. V. NANZ, ET AL. 


Griggs, Baldwin & Baldwin, for plaintiff. 
Charles S. MacKensie, for defendant. 


SeABuRY, J.—I concede the rule to be, as asserted by the 
plaintiff, that an individual may be restrained from using his 
own name where such name constitutes a trade-name and has 
passed under a sale of good will (Ludwig & Co. v. Claviola Co., 
114 App. Div., 388, 392). The question now presented for de- 
termination is whether, under the contracts executed over five 
years ago, the defendant August F. Nanz did sell to the plaintiff 
the exclusive right to the use of his name for a longer period 
than five years. I do not think that he did. The legal effect 
of the several contracts which were entered into is that the 
defendant August F. Nanz sold the property therein mentioned 
and the good will of his business to the plaintiff, except .in so 
far as the good will may be said to have included the e-rclusive 
right te the use of the name of said defendant; and as to the 
defendant’s name, the erclusive right of the plaintiff to use it 
continued only for a period of five vears. The only reasonable 
inference which can be drawn from those provisions of the con- 
tracts which provide that the defendant August F. Nanz will not 
“at any time or times within five vears” do the things which it 1s 
now sought to restrain him from doing is that after the expira- 
tion of such time the said defendant should be free to do them. 
The reservation by the defendant August F. Nanz of his right 
to manufacture and sell under his own name after the expira- 
tion of five years is inconsistent with the view that the transfer 
of the good will included the rights reserved after the expiration 
of that time. In order to prevent the public from being de- 
ceived by the similarity of names, I think the defendant should 
print upon its business stationery a statement to the effect that 
it is not the same concern as the plaintiff. If the defendant will 
agree to do this until the action is tried, the motion for an injunc- 
tion will be denied. If defendant is not willing to accept this con- 
dition, the injunction will be granted upon this ground. The order 


should be settled on notice, and in conference with counsel upon 


the settlement of the order the court will suggest an appropriate 
notice to be printed on the stationery. 
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COMMISSIONER OF PATENTS 


Ex PARTE, THE AMERICAN ROLLING M1iLL COMPANY. 
(184 O. G., 550.) 
August 26, 1912. 


. Trape-M AaRKS—CANCELLATION—JURISDICTION OF THE COMMISSIONER. 
The commissioner has authority under the trade-mark act to can- 
cel a registration, upon the showing of the registrant that such regis- 
tration was granted to a non-existent corporation. 
CANCELLATION—REGISTRATION NoT REINSTATED. 
\VWhere upon the petition of the registrant a trade-mark registra 
tion was canceled because granted to a non-existent corporation, the 
registration will not be reinstated. 


Mr. James W.Sce and Messrs. Brock, Bceken & Smith, for 
the applicant. 


Moorr, Commissioner.—This is a petition that a revocation 
of the cancellation proceedings in this case be ordered. 

It appears that registration certificate No. 70,565 was issued 
September 15, 1908, to “The American Rolling Mill Company, 
of Middletown, Ohio, a corporation organized under the laws 
of the state of Ohio,” upon an application purporting to be filed 
by such company. 

On February 16, 1912, application was made by “The Amer- 
ican Rolling Mill Company” for the cancellation of said registra- 
tion, which stated: 
that the registrant company was and is a corporation organized under 


the laws of the state of New Jersey, and under the laws of no other 
state— 


and— 


that the statement that the company was organized under the laws of Ohio 
was an error due to accident, inadvertence and mistake. 


The petition for cancellation prayed that said registration may 


be canceled in order that the company may effect a new 
registration of its trade-mark on petition papers correctly reciting 
the name of the state in which the company was incorporated. 
Accompanying the petition for cancellation was the affidavit of 
one Phillips, who stated that he is the secretary of The Ameri- 
can Rolling Mill Company; that he executed the statement and 
declaration forming part of the application for the above men- 
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tioned registration, and that the statement in said papers that 
the company was a corporation of the state of Ohio was errone- 
ous, and that the said company was incorporated under the laws 
of the state of New Jersey. A similar allegation was made in 
the affidavit of Longenecker, who further stated that he was the 
notary public before whom the declaration pertaining to the 
application for registration was made by the aforesaid Phillips. 

The examiner of interferences held that the trade-mark should 
be canceled, and an order was duly entered by the commissioner 
of patents on March 11, 1912, canceling the registration. The 
certificate of registration which was returned to the patent office 
was also marked “Canceled” and the seal broken. 

The office records show that an application was filed on 
March 1, 1912, by “The American Rolling Mill Company, a 
corporation duly organized under the laws of the state of New 
Jersey, and located and doing business in Middletown, Butler 
county, Ohio,” for the registration of the mark for which 
registration certificate No. 70,565 was issued and subsequently 
canceled, as noted above. The application is pending before the 
examiner of trade-marks. The last action thereon shows that 
registration has been refused by the examiner in view of several 
registrations. 

As stated above, petitioner now seeks to have the registration 
No. 70,565 reinstated. It is contended by petitioner that Section 
13 of the trade-mark act provides— 


that only one who “shall deem himself injured” may maintain a cancella- 
tion proceeding: 


that— 


applicant instead of being “injured” by the registration has, on the con- 
trary, been benefited, 


and that— 


the commissioner was, therefore, without authority to cancel the registra- 
tion and should set aside said cancellation. 


It appears from the statements made in the application for 
cancellation noted above that the registration was granted to a 
non-existing corporation, and this fact is not denied in the 
present petition. 
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It does not appear that petitioner could obtain any legitimate 
benefit from such a registration, and the facts certainly warrant 
the assumption that, on the contrary, it would be injured thereby. 
It is believed that the commissioner had ample warrant under 
the statute for canceling the registration, but that he has no 
authority to reinstate said registration to a non-existing cor- 
poration. 

Petitioner has pursued the proper course by filing an appli- 
cation for registration in its correct name, and if it deems itself 
entitled to such registration its remedy is by further prosecution 
of said application. 





EX PARTE, HERSHBERG & COMPANY. 
(184 O. G., 806.) 


October 17, 1912. 


DrESsCRIPTIVE TERM—"“MASTER-CRAFT.” 

The word “Master-Craft” applied to suits and overcoats is de- 
scriptive of the character or quality of the goods, since it indicates 
that they are skilfully made. 


Messrs. Osgood, Davis & Dorsey, for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
the decision of the examiner of trade-marks refusing registra- 
tion of the word ‘‘Master-Craft” as a trade-mark for suits and 
overcoats. 

Registration is refused upon the ground that the same is 
descriptive of the character or quality of the goods, indicating 
that the clothes are skilfully made, as by a master. 

In my opinion the decision of the examiner of trade-marks 
is right. The word “craft,” as pointed out by the examiner, is 
defined as— 
art or skill; dexterity, as in some manual employment; skilfulness in 
planning or executing; hence, an occupation or employment requiring this; 
a manual art; a trade, business or profession. 

The word “master” serves to indicate the degree of skill 
as that of the highest order. 


It is urged that the hyphenated word “master-craft’’ has no 


established meaning of its own and at best is merely suggestive. 
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This contention is not believed to be well founded. The word 
“master” is used in connection with many well-known English 
words in precisely the sense in which it is used here—as, for 
example, master mechanic, master builder, mastership, master 
stroke, master touch, masterwork, and masterpiece. The sig- 
nificance, therefore, of the trade-mark sought to be registered is 
not merely suggestive, but is rather purely descriptive, and falls 
within the category of marks for which registration is prohib- 
ited by Section 5 of the trade-mark act. 
The decision of the examiner of trade-marks is affirmed. 


STOLLWERCK Brorners, INc., v. “LUCERNA” ANGLO-Swiss MILK 
CHocoLATE Co. v. HOFFMAN. 


(184 O. G., 804.) ‘ 


October a5, 1Q82. 


Goons oF THE SAME DEscrIPTIVE PROPERTIES. 
Sweetened chocolate and candy are not goods of the same descrip- 
tive properties as coffee. 


Messrs. Fraser, Turk & Myers, for Stollwerck Brothers, Inc. 

Mr. Frank S. Appleman, for “Lucerna” Anglo-Swiss «Milk 
Chocolate Co. 

Messrs. Goepel & Goepel, for Hoffman. 


BiLLincs, First Assistant Commissioner.—This is an appeal 
by Hoffman from a decision of the examiner of trade-marks 
dissolving the above interference. 

When this interference was declared, the goods of the re- 
spective parties were set up as follows: Stollwerck Brothers, Inc., 
cocoa, chocolate, and candy ; ‘“Lucerna’” Anglo-Swiss Milk Choco- 
late Co., cocoa, and Hoffman, coffee. After testimony was taken 
an ainendment was filed by Stollwerck Brothers, Inc., restricting 
their goods to chocolate and candy. The interference was there- 
upon remanded to the examiner of trade-marks in accordance 
with the practice laid down in Columbia River Packers Associa- 
tion v. Nave-McCord Mercantile Company (145 O. G., 511). 
The examiner of trade-marks declined to dissolve the interfer- 
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ence on the ground that the Stollwerck applications show that 
it uses its mark upon unsweetened chocolate, which is commonly 
used as a beverage, and that such chocolate is of the same de- 
scriptive properties as coffee and cocoa. He suggested, however, 
that if Stollwerck Brothers, Inc., should limit its particular 
description of goods to sweetened chocolate and candy, the inter- 
ference would be dissolved. An amendment to this effect was 
filed, and the examiner accordingly dissolved the interference. 

Though not so stated in his decision, it is obvious that the 
holding of the examiner of trade-marks was only as to Stollwerck 
Brothers, Inc., since under the ruling in Walter Baker & Co., 
Ltd., v. Harrison (138 O. G., 770; 32 App. D. C., 272) cocoa 
and coffee are goods of the same descriptive properties, and 
therefore an interference still exists between the application of 
the “Lucerna’” Anglo-Swiss Milk Chocolate Co. and the appli- 
cations of Hoffman. The only question to be considered in this 
appeal is whether the amendments were properly admitted to 
the Stollwerck applications and whether, as so amended, there 
is an interference between these applications and the applications 
of Hoffman. 

The Stollwerck applications are now limited to sweetened 
chocolate and candy. While sweetened chocolate may be used as 
a beverage, it is also sold as a confection, and in view of this 
fact it is believed that there is no interference between the Stoll- 
werck applications, which are now restricted to sweetened choco- 
late and candy, and the applications of the remaining parties. 
Nor is any irregularity found in admitting the amendment to 
the Stollwerck applications after the testimony was taken. If 
the marks now sought to be registered by Stollwerck Brothers, 
Inc., are for goods of different descriptive properties from those 
of the remaining parties, no proper judgment of priority could 
be rendered with respect to its applications. As stated above, in 
my opinion the goods of Stollwerck Brothers, Inc., and those of 
the other parties to this interference are of different descrip- 
tive properties. 

The decision of the examiner of trade-marks is affirmed, 
in so far as it dissolves the interference as to the applications of 
Stollwerck Brothers, Inc. 








The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country ; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
uestion of trade-mark protection ; 


Registers trade-marks in all countries; 


iias proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
‘ountries ; 


Cooperates with attorneys in protecting their clients’ interests. 


Tue Unirep States TRADE-MARK ASSOCIATION, 
32 Nassau Street, 


New York City. 





